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Note 

Based on Amendment filed 8/02/05, claims 56-59, 62-78, 88- 
89 are pending. A non-Final rejection follows. 

Response to Arguments 
1. Applicant's arguments filed 8/2/05 have been fully 
considered but they are not persuasive. However, Applicant's 
arguments have been considered but are moot in view of the new 
ground (s) of rejection. The examiner has made the grounds of 
the office action more clear and believes the applicant should 
receive ample opportunity to amend the claims based on this 
office action. 

The applicant argues the combination of McClelland and 
Buente fails to disclose e.g., "remaining passive" with respect 
to the Brownfields projects but the applicant's claims do not 
specify exactly what is meant by "remaining passive" . The 
claims do not specify who or what is remaining passive? 

Also the applicant argues McClelland discloses the loan 
instruments are already in existence but the method steps of the 
claims do not specify any order in which. the steps must be 
carried out. 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
-differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 56-57, 62-64, 65-71, 73-77, 88 are rejected under 35 
U.S.C. 103(a) as being unpatentable over McClelland (US 
5,689,650) in view of Buente "Significant Environmental Law 
Developments", 1998, PP: 52-66. 

As shown in Figs. 1-11, especially Fig. 11, McClelland 
discloses a method and apparatus for managing a fund comprising 
storing in a computer data related to fund (Figs. 1, 3-11; 
storage, col. 21, lines 20-24; Investment Advisor, cols. 25-30, 
especially col. 26, lines 55-60), accepting investor capital 
(col. 5, lines 12-29; col. 6, lines 56-63; col. 7, lines 39-50; 
Transfer Agent, col. 23, line 50-col. 24, line 37), storing data 
in the computer relating to the at lest one investor (Fig. 11; 
col. 5, lines 11-19; col. 23, lines 5-35, especially lines 12- 
19) , storing data concerning an entity and approving said entity 
(person looking for loan or mortgage, col. 4, lines 38-41; col. 
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8, lines 35-57; Tables 1-3; approving, cols. 13-14, last three 
lines, in the case where the loan is bought after it is issued 
to the entity, the Investment Advisor cols. 25-30 stores the 
data relating to the entity when recording the acquired 
asset/loan) , providing investment capital by the fund to the 
approved entity (approving, cols. 13-14, last three lines), 
storing the terms of the contract in the computer system 
(approving, cols. 13-14, last three lines, in the case where the 
loan is bought after it is issued to the entity, the Investment 
Advisor cols. 25-30 stores the data relating to the entity when 
recording the acquired asset/loan), as specified in claims 56, 
62, 67 62; providing a return on investment as a function of 
capital (col. 4, lines 27-35; col. 6, lines 35-47; col. 18, 
lines 56-67; col. 22, lines 50-52, Transfer Agent, cols. 23-24; 
col. 24, lines 52-67), as specified in claim 63; receiving 
investments electronically or by mail (col. 22, lines 36-52; 
cols. 23-24, especially col. 23, lines 55-56), as specified in 
claims 65-66; receiving/providing an indication of investor 
capital from/to investors (col. 4, lines 22-28; col. 4, lines 
36-54), as specified in claims 62,. 74, 88; long term durations 
(e.g., providing a contract to an entity, business loans, col. 
5, lines 3 9-44 wherein the fund that investors contribute to 
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lasts longer than the loans or mortgages because some are being 
bought and sold on a regular basis), as specified in claim 77. 

However, McClelland fails to particularly call for using 
the funds for acquiring Brownfields projects, and without taking 
ownership (or non-recourse or passive investing) in the project, 
as specified in claims 56, 62, 68-70, 73-74, 79, and 88. 

Buente teaches that is notoriously well known to finance 
Brownfields projects without taking ownership in the project 
(e.g., page 58, left col. paragraph that starts with "Under 
Senate Bill 1285" see "nonsecured lenders"; "in which the lender 
holds no security interest"; or last 4 lines, "even if the 
lender eventually takes title", implying that at one time the 
lender did not take title) . 

Since McClelland discloses creating portfolios where 
investors can earn returns and obtain interest separable from 
mere ownership (col. 1, lines 1-17), developing new portfolios 
(col. 7, lines 14-19), diversifying portfolios (col. 20, lines 
15-24) mortgages that are partially collateralized (col. 2, lines 
56-60), using the fund for business loans (col. 5, lines 39-44), 
using funds for serving community (col. 6, lines 47-56), 
diversifying credit exposure (col. 6, lines 57-63), business 
loans backed by assets (col. 7, lines 19-28), and that holding 
mortgage assets is risky (col. 20, lines 15-19), and Buente 
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teaches that is notoriously well known to finance Brownfields 
projects without taking ownership in the project, it is 
considered obvious that one of ordinary skill in the art would 
add Brownfields projects to the list of items that McClelland 
uses as assets or acquires for the purpose of using funds for 
serving community. It is also obvious that one of ordinary 
skill would consider not taking ownership of Brownfields 
projects for the purpose of limiting risk. 

Regarding claim 71, it is considered obvious to one of 
ordinary skill that the size of the fund is large relative to 
respective sizes of each capital investment made. It amounts to 
specifying that the individual parts (investor's contribution) 
are smaller than the whole (fund) . 

Regarding claim 75, it is considered obvious to one of 
ordinary skill that a person seeking a loan for a special 
purpose can be labeled a special purpose vehicle. 

Response to Arguments 
3. Applicant's arguments filed 8/2/05 have been fully 
considered but they are not persuasive. 

In re pg. 8, and pg. 10 the applicant argues the present 
invention "directly connects" investors to projects without 
requiring the involvement of any intermediaries. 
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In response, there is no mention of these limitations in 
the claims and the specification is not the measure of the 
invention. Therefore, limitations contained therein can not be 
read into the claims for the purpose of avoiding the prior art; 
see In re Sprock , 55 CCPA 743, 386 F.2d 924, 155 USPQ 687 
(1968) . 

In re pg. 8 last two lines, the applicant argues McClelland 
discloses the loan instruments are already in existence. 

In response, the examiner disagrees because the loans can 
be granted before or after the investors contribute to funds 
(McClelland: col. 7, lines 39-42) . Furthermore, the applicant's 
claims do not specify any order, the merely recite steps that 
can take place in any order. 

In re pg. 9, lines 6-9, the applicant argues McClelland 
discloses none of the participants are involved with determining 
whether, to grant loans . 

In response, what claimed limitation is the applicant 
trying to say McClelland fails to disclose? 

In re pg. 9, the applicant argues Buente fails to cure the 
defects . 
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In response Buente teaches that is notoriously well known 
to finance Brownfields projects without taking ownership in the 
project (e.g., page 58, left col. paragraph that starts with 
"Under Senate Bill 1285" see "nonsecured lenders"; "in which the 
lender holds no security interest"; or last 4 lines, "even if 
the lender eventually takes title" , implying that at one time 
the lender did not take title) . 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 58-59, 78, 89 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over the combination of McClelland and Buente 
in view of Slutzky, David. 

However the combination of McClelland and Buente fails to 
particularly call for exchanging an interest in future cash 
flows from the project for the investment capital, as specified 
in claims 58, 78, 89. 
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Slutzky teaches that it is well known to exchange an 
interest in future cash flows from the project for the 
investment capital, as specified in claims 58, 78, 89. 

It would have been obvious to exchange an interest in 
future cash flows from the project because even in the case 
where McClelland discloses business loans (col. 5, lines 39-44; 
col. 7, lines 19-28) it is obvious that the business itself is 
paying for the loan and therefore McClelland discloses 
exchanging an interest in future cash flows from the project. 
However, Slutzky makes it more clear that it is well known to 
exchange an interest in future cash flows. Doing so merely 
amounts to financing a business and then having proceeds from 
the business to repay the financing. 

Regarding claim 59, McClelland discloses determining the 
portion of the fund cash flow to which each invests receives 
(col. 4, lines 27-35; col. 6, lines 35-47; col. 18, lines 56-67; 
col. 22,lines 50-52, Transfer Agent, cols. 23-24; col. 24, lines 
52-67) . 

5. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to David R. 
Vincent whose telephone number is 571 272 3080. The examiner 
can normally be reached on M-TH. 
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If attempts to reach the examiner by telephone are 



unsuccessful, the examiner's supervisor, Sam Sough can be 
reached on 571 272 6799. The fax phone number for the 
organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR)' system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . 



David R Vincent 
Primary Examiner 
Art Unit 3628 
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